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Before EDWARD C. KIMLIN, KAREN M. HASTINGS, and 
MICHAEL P. COLAIANNI, Administrative Patent Judges. 

KIMLIN, Administrative Patent Judge. 



DECISION ON APPEAL 

This is an appeal from the final rejection of claims 1-3, 5-13, 
15, 17, and 19-23. We have jurisdiction under 35 U.S.C. § 6(b). 

1 The two-month time period for filing an appeal or commencing a civil 
action, as recited in 37 C.F.R. § 1.304, begins to run from the decided date 
shown on this page of the decision. The time period does not run from the 
Mail Date (paper delivery) or Notification Date (electronic delivery). 
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Claim 1 is illustrative: 

1 . A method of making a more permanent remembrance from a 
gift which comprises: selecting a gift that includes organic plant material, 
wherein the gift has ephemeral beauty and symbolizes the feelings of a gift- 
giver toward a recipient; transforming the ephemeral beauty of the gift to a 
more permanent or eternal manifestation that symbolizes the feelings of 
the gift-giver toward the recipient by initially converting the organic 
material of the gift into carbon or a carbon-containing compound that is 
suitable for preparing a synthetic diamond, and then converting the carbon 
or carbon-containing compound under suitable pressure and temperature 
conditions to form a gem quality synthetic diamond; wherein the synthetic 
diamond is formed with a color that is the same as that of the gift. 



In addition to the Admitted Prior Art (APA) found in the Appellant’s 
Specification, the Examiner relies upon the following references as evidence 
of obviousness (Ans. 3): 

Vilella Jirau 6,030,596 Feb. 29, 2000 

VandenBiesen 2003/0016932 A1 Jan. 23, 2003 

Appellant’s claimed invention is directed to a method of making a 
synthetic diamond as a permanent remembrance from a gift of organic plant 
material. The method comprises converting the organic material into 
carbon or a carbon-containing compound and then converting it to a gem 
quality synthetic diamond. The diamond is formed with a color that is the 
same as the gift of plant material. 

Appealed claims 1-3, 5-13, 15, 17, and 19-23 stand rejected under 35 
U.S.C. § 103(a) as being unpatentable under VandenBiesen in view of the 
APA. The appealed claims also stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Vilella Jirau (hereafter “Jirau”) in view of the APA. 
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Appellant has not set forth an argument that is reasonably specific to 
any particular claim on appeal. Accordingly, all the appealed claims stand 
or fall together with claim 1. 

We have carefully considered each of Appellant’s arguments for 
patentability, as well as the Declaration evidence relied upon in support 
thereof. However, we find ourselves in complete agreement with the 
Examiner’s reasoned analysis and application of the prior art, as well as his 
cogent and thorough disposition of the arguments raised by Appellant. 
Accordingly, we will adopt the Examiner’s reasoning as our own in 
sustaining the rejections of record, and we add the following for emphasis 
only. 

Appellant acknowledges that it was known in the art to use 
synthesizing techniques to form synthetic diamonds from carbon and 
carbon-containing compounds (Reply Br. 7, second para., last sentence). 
Appellant also admits that it was known in the art to make a synthetic 
diamond of a specific color. VandenBiesen evidences that it was known in 
the art to make synthetic diamond gems from graphite, wood, and human or 
animal remains ( See Abstract and para. [0007]). Jirau discloses making 
synthetic diamonds from organic compounds such as carbohydrates like 
sugar. 

Accordingly, based on the state of the APA and the disclosures of 
VandenBiesen and Jirau, we are convinced that it would have been obvious 
for one of ordinary skill in the art to utilize known techniques for 
synthesizing diamonds of any quality, be it gem or industrial, from any 
organic carbon-containing compound, including the presently claimed plant 
material. Manifestly, the wood disclosed by VandenBiesen as a starting 
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material for making synthetic diamonds is an organic plant material. As for 
matching the color of the synthetic material to the color of the plant material, 
it would have been a matter of obvious design choice to select any color for 
the synthetic diamond, including one that matches the color of the plant gift. 
We note that Appellant asserts no novelty for any of the processing steps or 
techniques that are used to make the synthetic diamond of a selected color. 
Also, we find that the Examiner has properly determined that no patentable 
weight is accorded to the recited description of a gift as having “ephemeral 
beauty and symbolizing] the feelings of a gift-giver toward a recipient”. 

Any perceived beauty or symbolism is a mental step that is in the eye of the 
beholder, and such does not serve to define a particular step of a claimed 
method. 

Appellant maintains that “human or animal remains is [sic. are] 
significantly different from [the] organic plant method used in the claimed 
methods” (App. Br. 5, last para.). However, once animal and plant material 
are reduced to elemental carbon, there is no difference in their chemical 
makeup. Furthermore, even assuming there is a difference in the carbon- 
containing compounds derived from animal and plant material, such 
difference does not negate the obviousness of converting these compounds 
to elemental carbon and, ultimately, synthetic diamond. In our view, it 
would have been obvious for one of ordinary skill in the art to reduce any 
carbon-containing compound, regardless of its source, to elemental carbon 
before converting the carbon to synthetic diamond. 

Appellant also maintains that “while the synthetic gems of 
VandenBiesen, as memorials, are necessarily associated with the past, 
morbidity, and perhaps sadness, the diamonds of the present methods are 
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able to convey fundamentally different emotions representative of life, hope, 
and the future” (App. Br. 7, first para.). However, the particular emotion 
elicited by the synthetic diamond is irrelevant to the obviousness of the 
claimed method for making the diamond from plant material. Certainly, one 
of ordinary skill in the art can produce a myriad of emotions from a 
particular design of the final product contingent upon many factors, 
including the mental state of the particular observer of the diamond. 

Clearly, the emotional response of the observer is totally unpredictable and 
is of no moment in determining the patentability of the claimed method 
steps. 

We also reject Appellant’s argument that the “human or animal 
remains of VandenBiesen cannot be a gift that has ephemeral beauty and 
symbolizes the feelings of a gift-giver toward a recipient as recited in the 
claims” (App. Br. 7, second para.). Certainly, a diamond gift from the 
remains of a favorite pet can engender positive feelings of love and beauty. 
In any event, the particular feeling or emotion attached to a product is not 
patentable subject matter. 

Regarding Appellant’s argument that Jirau makes industrial quality 
diamonds rather than the presently claimed gem quality, it would have been 
obvious for one of ordinary skill in the art to employ the known techniques 
for making gem quality diamonds from the source of carbon material 
disclosed by Jirau, as well as from the plant material presently claimed. 
Appellant has presented no argument why it would have been non-obvious 
to produce gem quality diamonds from the organic material from Jirau. Nor 
has Appellant explained why it would have been non-obvious to use plant 
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material as a source for making carbon that it is then converted to synthetic 
diamond. 

We have thoroughly reviewed Appellant’s Declaration evidence, but 
find nothing therein which establishes the non-obviousness of the claimed 
method of making synthetic diamond from plant material. For instance, 
there is no factual evidence that establishes that synthetic diamonds prepared 
by methods within the broad scope of the claims are unexpectedly different 
than synthetic diamonds produced by the same known methods on different 
sources of carbon. There is nothing unexpected in the difference between 
the gem quality diamond made by the claimed method and the industrial 
quality diamond made in accordance with the Jirau method. Also, the 
statement by Declarant Grizenko that “I never considered the potential of 
using an organic plant material such as roses as a starting material to create 
diamonds” (para. 5) does not establish the non-obviousness of using any 
organic plant material as a carbon source. 

In conclusion, based on the foregoing, the Examiner’s decision 
rejecting the appealed claims is affirmed. 
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No time period for taking any subsequent action in connection with 
this appeal may be extended under 35 U.S.C. § 1.136(a) (2008). 



AFFIRMED 



ssl 

WINSTON & STRAWN LLP 
PATENT DEPARTMENT 
1700 K STREET, N.W. 
WASHINGTON, D.C. 20006 
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